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DETAILED ACTION 

1 . This Office action Is responsive to an amendment filed August 2, 2006. Claims 1- 
33 are pending. New claims 22-33 are added. Claims 1 and 15 have been amended. No 
claim has been cancelled. Claims 22-33 are withdrawn from consideration as pertaining 
to a non-elected invention. 

2. The Examiner acknowledges a previous indication of allowable subject matter in 
claims 3-8, which claims are now rejected in accordance to the rejections infra. 

Election/Restrictions 

3. Newly submitted claims 22-33 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the inventions 
have a materially different design. For example, the newly submitted claim 22 
comprises a stylet block, as claimed, which is not included in the originally presented 
claim 1 and does not constitute an obvious variant thereof. As such, the two inventions 
are distinct. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 22-33 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 

821.03. 

Specification 

4. The objections are withdrawn due to amendments. 

Claim Objections 



Application/Control Number: 10/728,248 Page 3 

Art Unit: 3736 

5. Claims 1 5-21 are objected to because of the following informalities: 

In regards to claim 1 5, at line 4, remove "to" between "second part" and 
"attached." 

Appropriate correction is required. 

Claim Rejections • 35 USC § 102 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 15-16 and 20-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Burbank et al. (US Patent No. 6.331 ,166). 

In regards to claim 15, Burbank et al. discloses a method of using a medical instrument, 
the method comprising: 

moving a stylet 18 and a stylet block 20 from a first position to a second position, 
the stylet block 20 having an axially moveable first part and a second part attached to 
the stylet 18, the second part being rotatably engaged with the first part and being able 
to rotate relative to an axis of the stylet 18; 

simultaneously causing rotation of the stylet 18 along an axis of the stylet 18 by 
engagement between second part of the stylet block 20 and a housing of the medical 
instrument; and 

moving a cannula 30 over the stylet 18 (see fig. 1; column 4/lines 48-60; column 
5/lines 38-42 & 44-49; column 7/lines 1 1-25 & 39-46). 
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In regards to claim 16, Burbank et al. discloses a method further comprising 
oscillating the stylet 18 along the axis (see column 7/lines 21-24). 

In regards to claim 20, Burbank et al. discloses a method comprising rotating the 
stylet 18 in one direction (see column 7/lines 1 1-24). 

In regards to claim 21 , Burbank et al. discloses a method comprising rotating in 
multiple directions (see column 7/lines 11-24). 

Claim Rejections - 35 USC § 103 
8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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9. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clement et al. (US Patent No. 5,368,045) in view of Kornberg et al. (US Patent No. 
5,197,484). 

In regards to claim 1, Clement et al. discloses a medical instrument, comprising: 

a housing 8 having a proximal end 10 and a distal end 16; 

a stylet 18 having a portion in the housing, the stylet 18 being movable between 
a first extended position and a first retracted position; and 

a cannula 20 coaxialiy receiving the stylet 18 and having a portion in the housing 
8, the cannula 20 being movable between a second extended position and a second 
retracted position (see figs. 1-2, 3a-d & 4a-4d; column 3/lines 4-16 & 22-32). 

In regards to claim 2, Clement et al. discloses a medical instrument further 
comprising a stylet block 36 attached to a proximal end of the stylet 18 and mounted 
inside the housing 8 (see fig. 2). 

In regards to claim 3, Clement et al. discloses a medical instrument wherein the 
stylet block 36 comprises: 

a first part inside the housing 8, the first part being moveable between an 
extended position and a retracted position (see fig. 2). 

In regards to claim 9, Clement et al. discloses a medical instrument further 
comprising: 

a stylet spring 44 capable of moving the stylet 1 8 from the first retracted position 
to the first extended position; and 
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a cannula spring 40 capable of moving the cannula 20 from the second retracted 
position to the second extended position (see fig. 2). 

In regards to claim 10, Clement et al. discloses a medical instrument further 
comprising: 

a first pivoting latch 52 capable of retaining the stylet 18 in a predetermined 
position when the stylet 18 Is in the first retracted position; and 

a second pivoting latch 60 capable of retaining the cannula 20 in a 
predetermined position when the cannula is in the second retracted position (see fig. 2). 

In regards to claim 1 1 , Clement et al. discloses a medical instrument wherein the 
stylet 18 comprises a notch 30 with a sharpened leading edge (see fig. 1c). 

Clement et al. disclose an instrument, as described above, that teaches all the 
limitations of the claims except Clement et al. do not teach a stylet configured to rotate 
when moved from the first retracted position to the first extended position. 

However, Kornberg et al. disclose an instrument including a part 91 attached to a 
proximal end of a stylet 54, the part 91 being rotatably engaged with a first part and 
being able to rotate relative to an axis of the stylet 54; wherein the housing 70 
comprises a semi-cylindrical portion defining a track 158 configured to engage with the 
second part 91; wherein the second part 91 comprises: a projection 94 in contact with a 
track 158 associated with the housing 70, the projection 94 and track 158 capable of 
cooperating to axially rotate the second part 91 and the attached stylet 54 when the 
stylet 54 is moved between the first extended position and the first retracted position; 
wherein the track 158 is molded into the interior side of the housing 70; wherein the 
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track 158 is configured to provide unidirectional rotation to the stylet 54; wherein the 
track is configured to provide multidirectional rotation to the stylet 54 (see figs. 9,12,17 
& 28; column 2/lines 1-9; column 3/lines 39-50 & 52-66; coluriin 4/lines 29-31, 39-42 & 
49-61; column 8/lines 18-23 & 25-32; column 9/lines 25-40 & 53-61; column 10/lines 3-6 
& 19-24; column 1 1 /lines 27-34 & 46-53; column 1 2/lines 2-5, 25-32 & 40-47; column 
1 3/lines 19-25; column 14/lines 26-34 & 45-47). 

It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an instrument similar to that of Clement et al. 
with a rotating stylet system similar to that of Kornberg et al. in order to automatically 
rotate the stylet as it penetrates tissue so as to facilitate tissue penetration as is well 
known in the art. 

10. Claims 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Clement et al. ('045) in view of Kornberg et al. ('484) further in view of Kass (US 
Patent No. 5,921,943). 

Clement et al. as modified by Kornberg et al. disclose an instrument, as 
described above that teaches all the limitations of the claims except Clement et al. as 
modified by Kornberg et al. do not teach two openings and an opening opposing the 
notch. However, Kass discloses an instrument comprising a stylet including two 
openings for a notch, which can also be viewed as a notch and an opening opposing 
the notch (which can be seen in Figure 19) for receiving tissue that has been cut by 
cutting cannula (see Column 9, lines 15-23). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the device of Haaga with a notch having two openings 
and an opening opposing the notch, as taught by Kass, for receiving tissue that has 
been cut by cutting cannula. 

1 1 . Claim 1 3 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Clement 
et al. ('045) in view of Kornberg et al. ('484) further in view of Haaga (US Patent No. 
5,394,887). 

Clement et al. as modified by Kornberg et al. disclose an instrument, as 
described above that teaches all the limitations of the claims except Clement et al. as 
modified by Kornberg et al. do not teach a notch comprising a ramped surface. 

However, Haaga teaches it Is known to provide a stylet with notch having a 
ramped surface (see Figure 3 around elements 38 and 40), to secure the stylet in the 
tissue against withdrawal of the of the stylet while the cutting cannula is advanced 
fonvard to complete the cutting and capturing of the specimen in the notch (see Column 
2, lines 52-55). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the device of Clement et al. as modified by Kornberg et 
al. with a stylet having a notch with a ramped surface, as taught by Haaga to secure the 
stylet in the tissue against withdrawal of the of the stylet while the cutting cannula is 
advanced fonvard to complete the cutting and capturing of the specimen in the notch. 

12. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burbank et al. ('166) in view of Ritchart et al. (US Patent No. 5,649,547). 
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Burbank et al. disclose a method, as described above, that teaches all the 
limitations of the claims except Burbank et al. do not teach the step of collecting a 
sample in a notch of the stylet. However, Ritchart et al. disclose a method comprising 
the step of collecting a sample in a notch 28 of a stylet; wherein the method further 
comprises removing the sample from the notch 28 by inserting an object 22 through an 
opening located in the notch 28 (see figs. 5-6). It would have been obvious to one of 
ordinary skill in the art at the time Applicant's invention was made to provide a method 
similar to that of Burbank et al. with a method step comprising removing the tissue 
through a notch similar to that of Ritchart et al. in order to conveniently collect the 
severed tissues (see Burbank et al., column 8/lines 39-46). 

Moreover, it would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide a method similar to that of Burbank et al. as 
modified by Ritchart et al. with a step of removing the sample over an inclined surface 
since such a modification would amount to a design choice that would serve the same 
purpose of removing the severed tissue. Even moreover yet, the Applicant has not 
disclosed that removing the tissue over an inclined surface provides an advantage, is 
used for a particular purpose, or solves a stated problem. 

Response to Arguments 

1 3. Applicant's arguments filed August 2, 2006 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rene Towa whose telephone number is (571) 272-8758. 
The examiner can normally be reached on M-F, 8:00-16:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on (571) 272-4726. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http.7/pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^// 
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